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This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clainms 1-28, which constitute
all the clains in the application. An amendnent after final
rejection was filed on Decenber 7, 1998, and was entered by

t he exam ner.
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The di scl osed invention pertains to a nethod and
apparatus for generating trickplay video streans, such as fast
forward and fast reverse video streanms, froma conpressed
normal play bitstream

Representative claim1l is reproduced as foll ows:

1. A conmputer-inplenented nethod for generating
trickplay streans froma conpressed nornmal play bitstream
conpri si ng:

receiving a conpressed normal play bitstream wherein
said conpressed normal play bitstreamincludes a plurality of
intracoded franmes and a plurality of intercoded franes;

extracting said intracoded frames from said conpressed
normal play bitstream wherein said extracting includes

storing said intracoded franes in a storage nenory;

assenbling said intracoded frames to forman assenbl ed
bitstream after said extracting;

decodi ng said assenbled bitstreamto produce a
plurality of unconpressed franes; and

encoding said plurality of unconpressed franmes after
sai d decoding to produce a conpressed trick play bitstream
wherein said conpressed trick play bitstreamincludes only a
subset of frames of said normal play bitstream

The exam ner relies on the follow ng reference:

Lane et al. (Lane) 5,623, 344 Apr. 22, 1997
(filed Aug. 19, 1994)

Clainms 1-28 stand rejected under 35 U . S.C. 8§ 102(e) as
bei ng antici pated by the disclosure of Lane.
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Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of anticipation relied upon by the exam ner as
support for the rejection. W have, |ikew se, reviewed and
taken into consideration, in reaching our decision, the
appel l ants’ argunents set forth in the briefs along with the
examner’s rationale in support of the rejection and argunents
in rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the disclosure of Lane fully neets the
invention as set forth in clains 18, 20 and 21. W reach the
opposite conclusion with respect to clainms 1-17, 19 and 22-28.
Accordingly, we affirmin-part.

Anticipation is established only when a single prior
art reference discloses, expressly or under the principles of
i nherency, each and every el enent of a clainmed invention as
wel | as disclosing structure which is capable of perform ng
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the recited functional limtations. RCA Corp. v. Applied

Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir.); cert. dismssed, 468 U S. 1228 (1984); WL.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469

U S. 851 (1984).
The exam ner indicates how he reads the clained
i nvention on the disclosure of Lane [answer, pages 4-7].
Appel lants nom nally argue the rejection against the clains in
ei ght separate groupings [brief, page 3, reply brief, page 2].
Appel lants’ first grouping of clainms includes clains
1, 2, 4, 5, 8-10, 12, 13, 16, 17, 25 and 26. Wth respect to
t hese cl ains, appellants argue that Lane does not disclose
generation of a trickplay streamat all. Appellants al so
argue that Lane does not disclose the step of extracting
intracoded franmes fromthe normal play bitstream which
i ncludes storing the intracoded franmes in a storage nenory.
Appel l ants al so argue that it is not clear that Lane forns an
assenbl ed bitstreamfromthe extracted intracoded franes.
Finally, appellants argue that Lane does not discl ose decoding
an assenbl ed bitstreamto produce unconpressed franes and then
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encodi ng the unconpressed franes to produce a conpressed
trickplay bitstreamas clained [brief, pages 4-7].

The exam ner responds that Lane teaches that D, |, B
and P frames of video data are stored and processed. The
exam ner al so responds that the assenbled |I-franes of video in
Lane form an assenbl ed bitstream as clained. The exam ner
al so responds that Lane teaches the decoding of received data
packets and an encoder for producing a conpressed trickplay
bitstream as clai nmed [answer, pages 7-10]. Appellants respond
that there is no disclosure in Lane that the extracted |-
frames are stored. Appellants also respond that decoding
packets of data is not the sane as decoding a bitstream and
t he decodi ng/ encoding in Lane occur after the trickplay
bitstreamis forned rather than before as clainmed [reply
brief, pages 3-5].

Wth respect to the first group of clains, we agree
with the position argued by appellants. W note that Lane
appears to have two separate teachings which are relied on by
the examner. First, Lane describes a prior art fast play
technique in which the I-franes of a sequence of a video
bitstream are extracted and assenbled in a sequence. Second,
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Lane describes his own technique for fast play in which nornma
and trickplay segnents of data are geonetrically arranged on a
vi deotape. The exam ner refers to the prior art techni que for
nmeeting the extracting and assenbling I-frames steps of the
clainmed invention but refers to Lane’s technique for teaching
t he decodi ng and encoding of this assenbled bitstream 1In our
view, these disparate teachings of Lane cannot be conbined as
proposed by the examiner to find anticipation.

Wth respect to the prior art techni que disclosed by
Lane, we agree with the exam ner that this disclosure would
have suggested to the artisan that a trickplay bitstreamcould
be obtained by extracting I-franmes froma normal play
bi tstream and assenbling these I-frames in sequence. W also
agree with the exam ner that the disclosure in Lane woul d have
suggested to the artisan that the extracted |I-franes are
stored. The person famliar with this art would have
understood that bitstreamfranmes in the prior art could be
stored before they are processed. Lane’ s disclosure that the
D-frames of MPEG conpression are stored separately fromthe
normal MPEG bitstreamis sufficient to anticipate the storage
of such franes as argued by the exam ner. Lane, however,
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t eaches not hing about perform ng any further operations on the
assenbled I-frames. As noted above, the decodi ng and encodi ng
steps of Lane which are relied on by the exam ner have not hi ng
to do with this prior art technique of assenbling |-franes.
The fact that encodi ng and decodi ng steps were known in a

di fferent enbodi nent does not anticipate applying these steps
to the prior art enbodi nent of Lane.

Since we find that the decoding and encodi ng steps of
Lane are not applicable to the prior art |-frames sequencing
di scl osed by Lane, we do not sustain the exam ner’s rejection
of claims 1, 2, 4, 5, 8-10, 12, 13, 16, 17, 25 and 26. Since
we have not sustained the rejection with respect to
i ndependent clains 1, 9, 17 and 26, we also do not sustain the
anticipation rejection with respect to dependent clainms 3, 6,
7, 11, 14, 15 and 27.

We now consi der independent claim18 Claim18 is the
sanme as claim1l except that the final decoding and encodi ng
steps are replaced by the step of storing the assenbl ed
bitstream Appellants’ only additional argument with respect
to claim18 is that Lane does not teach that the assenbl ed
bitstreamis stored. As di scussed above, however, we agree
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with the exam ner that Lane teaches that frames of a bitstream
are stored. W find that this teaching extends to bitstreans
which are in frame formsuch as D, |, B and P franmes or franes
whi ch have been assenbl ed in sequence such as the I-franes
taught by Lane. The decodi ng and encoding steps of claiml
whi ch were found not anticipated by Lane are not present in
claim18. Thus, we agree with the exam ner that the invention
of claim18 is fully net by the disclosure of Lane.

The fact that Lane indicates that the prior art
techni que woul d have difficult problenms to overconme does not
elimnate this disclosure as a valid reference. The prior art
does not indicate that the problens cannot be solved, only
that the problens are difficult to solve. Anticipation wuld
not be defeated by nerely arguing the level of difficulty
i nvol ved unless it could be shown that the teaching relied on
was not enabling. Such a showing is not present here.
Therefore, we sustain the rejection of claim18 and of clains
20 and 21 which are grouped therewth.

Cl aim 19, which depends from 18, is separately argued.
Appel l ants argue that Lane relates to actions performed on
packet headers rather than bitstream sequence headers as
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claimed. The exam ner disagrees wth appellants and points to
the operation of Lane’s preferred enbodi nment.

As noted above, we find that Lane’s preferred
enbodi ment has nothing to do with the prior art enbodi nent
al so disclosed by Lane. Therefore, the headers of the data
packets in Lane have nothing to do with bitstream sequence
headers sent along with I-franes. The admtted prior art of
Lane does not indicate howthe I-frames are to be extracted
fromthe normal bitstreamor what specific information is to
be extracted and assenbled. Therefore, we agree with
appel l ants that Lane does not disclose the extraction of
sequence headers froma bitstream and the assenbling of
sequence headers along with the I-frames to form an assenbl ed
bitstreamas recited in claim19. Therefore, we do not
sustain the examner’s rejection of claim19.

Clainms 22 and 23 are separately argued by appellants.
These clains recite that matrices in the normal bitstream are
| ocated and included in the assenbled bitstream Appellants
argue that there is no disclosure of matrices in Lane. The
exam ner responds that digitized video signals in the MPEG
format are known to include matrices and the assenbly of a
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sequence of I|-franmes would include these matrices.

We agree with appellants. As noted above, Lane
di scl oses not hing about how to extract the I-frames fromthe
normal bitstream and how to assenble these |I-franmes in
sequence. The admtted prior art in Lane does not indicate
that matrices are to be |located and assenbled in formng the
| -frames bitstreamin the prior art. Therefore, we do not
sustain the examner’s rejection of clainms 22 and 23.

Clains 24 and 25 are separately argued by appel |l ants.
Since these clains include the decodi ng and encodi ng steps as
di scussed above with respect to claiml1l, we do not sustain the
examner’s rejection of clainms 24 and 25.

Claim28 is separately argued by appel |l ants.
Specifically, appellants argue that Lane does not disclose the
recited use of a nmenory stack to store and retrieve narkers
and coordinates in response to finding start codes for data
bl ocks, extension blocks and |I-frame headers. The exam ner
finds that the steps of claim28 are inherently perforned in
Lane. Appellants dispute this finding.

We agree with appellants. The disclosure of Lane does
not support the examner’s findings of anticipation. Caim?28
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recites a plurality of steps which are clearly not disclosed
by Lane and cannot properly be considered to be inherently
performed in Lane. Therefore, we do not sustain the

exam ner’s rejection of claim28.

In summary, we have sustained the exam ner’s
anticipation rejection with respect to clainms 18, 20 and 21,
but we have not sustained the rejection with respect to each
of the other clainms on appeal. Therefore, the decision of the

exam ner rejecting clains 1-28 is affirned-in-part.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

JAMES D. THOVAS
Adm ni strative Patent Judge

BOARD OF PATENT
KENNETH W HAI RSTON )

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

JERRY SM TH
Adm ni strative Patent Judge
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